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Response to Arguments 

1 . Applicant's arguments witli respect to claims 1 , 2 and 10-15 have been 
considered but are moot in view of the new grounds of rejection. 

2. Examiner's new grounds of rejection occur as a result of amended claims 1 , 2 
and 10-35 as well as Applicant-initiated personal interview conducted 10 August 2009. 

3. Applicant argues that the amended claims recite an "article of manufacture" for 
use in a proofing process which is one of the statutory categories. 

4. Examiner responds that a set of colors is printed on a sheet of paper (figure 2A); 
another set of colors is printed on the same said sheet (figure 2B). Examiner reads the 
pre-printed color bar as "a mere arrangement of printed matter" and thus rejects the 
claims as not being within the statutory classes. 

5. Applicant argues that the "major region" and "minor region" are not referring to 

"importance" or extent, but to "size". 

6. Examiner responds that Applicant has not claimed size in any of the claims. The 
term "size" does not appear in the claim language. 

7. Applicant argues that the regions labeled by the Examiner as being the blank 
region and marginal region do not meet the claim definitions. 

8. Examiner responds that Applicant does not clearly define said regions in 
Applicant's specification nor in the claims which makes it difficult for anyone skilled in 
the art to define the exact location of the margin region and the blank region. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 1, 12, 16, 20, 24 and 28 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Claims 1, 12, 16, 20, 24 
and 28 and their dependencies are directed to a sheet of paper (article of manufacture) 
with printed color data which are per se not statutory as printed matter. As per MPEP 
706.03(a): 
A. Pi-inted Matter 

For example, a mere arrangement of pmited matter, ihotigli seemingly a "maniitactiire," is 
rejected as not being witliin tlie statiitoiy classes. See In re Miller, 418 F.2d 1392, 164 
USPQ 46 (CCPA 1969); Ex parte Gwiim, 1 12 USPQ 439 (Bd. App. 1955); and/« re 
Jones, 373 F.2d 1007, 153 USPQ 77 (CCPA 1967). 

A user of the instant application is comparing a first printed color bar with a 
subsequently printed color bar to see if there is a visual color match, see Applicant's 
disclosure - paragraphs 0007, 0008 and 0039. A set of colors is printed on a sheet of 
paper (figure 2A); another set of colors is printed on the same said sheet (figure 2B). 
Examiner reads the pre-printed color bar as "a mere arrangement of printed matter" and 
thus rejects the claims as not being within the statutory classes. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 0. Claims 1,12,16, 20, 24 and 28 are rejected under 35 U.S.C. 1 1 2, first 
paragraph, as failing to comply with the written description requirement. The claims 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor, at the time the 
application was filed, had possession of the claimed invention. The claimed "marginal 
region" is not defined in the specification. Further, the claimed "blank region" is not 
defined in the specification. Examiner is able to view at least two blank regions in figure 
2A; a blank region above element 10 and a blank region below element 10. The 
specification discloses that color will be printed on a blank sheet of paper but does not 
describe a specific location on the blank sheet of paper, see paras. 0018 and 0035. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language.. 

11. Claims 1, 10-12,14-16,18-20, 22-24, 26-28 and 30-35 are rejected under 35 



U.S.C. 102(e) as being anticipated by Komori et al (US 20010042483 A1). 
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Regarding claim 1, Komori et al disclose an article of manufacture (color 
proofing print 4, page 6, paragraph 0083) for use in a proofing process comprising a 
sheet of paper that includes: 

(a) a blank region (see lower portion of figure 13 which may not have an image 
pattern, para. 0083) for subsequent printing of a content image portion (Komori 
discloses that an image may or may not be printed in pattern region, see para. 0083); 
and 

(b) a marginal region outside of the blank region, the marginal region including 
one or more standard color bars pre-printed thereon (similar to Applicant's disclosure on 
page 5, paragraph 0035, Komori et al "pre-prints" a color bar 4b on a blank color proof 
4) and having no content image portion (no image is printed in the margin region, see 
fig. 13), and each of the one or more standard color bars having a plurality of color 
blocks, each color block reflecting a wavelength in the electromagnetic spectrum that 
represents a color selected from a color space (in fig. 13, each patch 4c represents a 
color block of the color spectrum of color chart 4b, see at least paras. 0023 and 0031 ), 

wherein the blank region and the marginal region constitute the entire surface 
area of one side of the sheet of paper (see fig. 1 3). 
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FIG. 1 3 

Figure 13 of Komori et al 

Regarding claim 10, Komori et al disclose then article of manufacture of claim 1 
wherein the marginal region of the sheet of paper is a minor region of the sheet of paper 
and the blank region is a major region of the sheet of paper (see fig. 13; another 
representation can be seen in figure 3.). 

Regarding claim 1 1 , Komori et al disclose the article of manufacture of claim 1 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 

Regarding claim 12, Komori et al disclose an article of manufacture (color 
proofing print 4, page 6, paragraph 0083) for use in a proofing process comprising a 
sheet of paper that includes: 
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(a) a marginal region (upper portion of figure 13 containing color bar 4b is 
"printed on the margin portion", para. 0083) including one or more standard color bars 
pre-printed (similar to Applicant's disclosure on page 5, paragraph 0035, Komori et al 
"pre-prints" a color bar 4b on a blank color proof 4) thereon and having no content 
image portion (no image is printed in the margin region, see fig. 13), and each of the 
one or more standard color bars having a plurality of color blocks, each color block 
reflecting a wavelength in the electromagnetic spectrum that represents a color selected 
from a color space (in fig. 13, each patch 4c represents a color block of the color 
spectrum of color chart 4b, see at least paras. 0023 and 0031 ); and 

(b) a blank region (see lower portion of figure 13 which may not have an image 
pattern, para. 0083) outside of the marginal region for subsequent printing of a content 
image portion (Komori discloses that an image may or may not be printed in pattern 
region, see para. 0083), 

wherein the marginal region and the blank region constitute the entire surface 
area of one side of the sheet of paper (see fig. 1 3). 

Regarding claim 14, Komori et al disclose the article of manufacture of claim 12 
wherein the marginal region is a minor region of the sheet of paper and the blank region 
is a major region of the sheet of paper (see fig. 13; another representation can be seen 
in figure 3.). 

Regarding claim 15, Komori et al disclose the article of manufacture of claim 12 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 
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Regarding claim 16, Komori et al disclose an article of manufacture for use in a 
proofing process comprising a sheet of paper (color proofing print 4, page 6, paragraph 
0083) that includes: 

(a) a blank region (see lower portion of figure 13 which may not have an image 
pattern, para. 0083) for subsequent printing of a content image portion (image may or 
may not be printed in pattern region, see para. 0083); and 

(b) a marginal region outside of the blank region, the blank region and the 
marginal region being adjacent to each other on only one side of their respective 
regions, the marginal region including one or more standard color bars pre-printed 
(similar to Applicant's disclosure on page 5, paragraph 0035, Komori et al pre-prints a 
color bar 4b on a blank color proof 4) thereon (upper portion of figure 13 containing 
color bar 4b is "printed on the margin portion", para. 0083), and each of the one or more 
standard color bars having a plurality of color blocks, each color block reflecting a 
wavelength in the electromagnetic spectrum that represents a color selected from a 
color space (in fig. 13, each patch 4c represents a color block of the color spectrum of 
color chart 4b, see at least paras. 0023 and 0031), wherein the blank region and the 
marginal region constitute the entire surface area of one side of the sheet of paper (see 
fig. 13). 

Regarding claim 18, Komori et al disclose an article of manufacture of claim 16 
wherein the marginal region of the sheet of paper is a minor region of the sheet of paper 
and the blank region is a major region of the sheet of paper (see fig. 13; another 
representation can be seen in figure 3.). 
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Regarding claim 19, Komori et a! disclose an article of manufacture of claim 16 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 

Regarding claim 20, Komori et al disclose an article of manufacture for use in a 
proofing process comprising a sheet of paper that includes: 

(a) a marginal region including one or more standard color bars pre-printed 
(similar to Applicant's disclosure on page 5, paragraph 0035, Komori et al pre-prints a 
color bar 4b on a blank color proof 4) thereon (upper portion of figure 13 containing 
color bar 4b is "printed on the margin portion", para. 0083), and each of the one or more 
standard color bars having a plurality of color blocks, each color block reflecting a 
wavelength in the electromagnetic spectrum that represents a color selected from a 
color space (in fig. 13, each patch 4c represents a color block of the color spectrum of 
color chart 4b, and see at least paras. 0023 and 0031 ); and 

(b) a blank region outside (see lower portion of figure 13 which may not have an 
image pattern, para. 0083) of the marginal region for subsequent printing of a content 
image portion, the blank region and the marginal region being adjacent to each other on 
only one side of their respective regions, wherein the marginal region and the blank 
region constitute the entire surface area of one side of the sheet of paper (see fig. 1 3). 

Regarding claim 22, Komori et al disclose an article of manufacture of claim 20 
wherein the marginal region of the sheet of paper is a minor region of the sheet of paper 
and the blank region is a major region of the sheet of paper (see fig. 13; another 
representation can be seen in figure 3.). 
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Regarding claim 23, Komori et a! disclose an article of manufacture of claim 20 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 

Regarding claim 24, Komori et al disclose an article of manufacture for use in a 
proofing process comprising a sheet of paper that includes: 

(a) a blank region for subsequent printing of a content image portion (see lower 
portion of figure 13 which may not have an image pattern, para. 0083); and 

(b) a marginal region outside of the blank region, the marginal region including 
one or more standard color bars pre-printed (similar to Applicant's disclosure on page 5, 
paragraph 0035, Komori et al pre-prints a color bar 4b on a blank color proof 4) thereon 
and only color bar-related indicia (upper portion of figure 13 containing color bar 4b is 
"printed on the margin portion", para. 0083), and each of the one or more standard color 
bars having a plurality of color blocks, each color block reflecting a wavelength in the 
electromagnetic spectrum that represents a color selected from a color space (in fig. 13, 
each patch 4c represents a color block of the color spectrum of color chart 4b, and see 
at least paras. 0023 and 0031), wherein the blank region and the marginal region 
constitute the entire surface area of one side of the sheet of paper (see fig. 13). 

Regarding claim 26, Komori et al disclose an article of manufacture of claim 24 
wherein the marginal region of the sheet of paper is a minor region of the sheet of paper 
and the blank region is a major region of the sheet of paper (see fig. 13; another 
representation can be seen in figure 3.). 

Regarding claim 27, Komori et al disclose an article of manufacture of claim 24 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 
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Regarding claim 28, Komori et al disclose an article of manufacture for use in a 
proofing process comprising a sheet of paper that includes: 

(a) a marginal region including one or more standard color bars pre-printed 
thereon and only color bar-related indicia (upper portion of figure 13 containing color bar 
4b is "printed on the margin portion", para. 0083), and each of the one or more standard 
color bars having a plurality of color blocks, each color block reflecting a wavelength in 
the electromagnetic spectrum that represents a color selected from a color space (in fig. 
13, each patch 4c represents a color block of the color spectrum of color chart 4b, and 
see at least paras. 0023 and 0031); and 

(b) a blank region outside of the marginal region for subsequent printing of a 
content image portion (see lower portion of figure 13 which may not have an image 
pattern, para. 0083), wherein the marginal region and the blank region constitute the 
entire surface area of one side of the sheet of paper (see fig. 13). 

Regarding claim 30, Komori et al disclose an article of manufacture of claim 28 
wherein the marginal region of the sheet of paper is a minor region of the sheet of paper 
and the blank region is a major region of the sheet of paper (see fig. 13; another 
representation can be seen in figure 3.). 

Regarding claim 31 , Komori et al disclose an article of manufacture of claim 28 
wherein the sheet of paper is proofing paper (color proofing print 4, para. 0083). 

Regarding claim 32, Komori et al disclose an article of manufacture of claim 1 
wherein the blank region and the marginal region are adjacent to each other on only 
one side of their respective regions (see fig. 13). 
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Regarding claim 33, Komori et al disclose an article of manufacture of claim 12 
wherein the blank region and the marginal region are adjacent to each other on only 
one side of their respective regions (see fig. 13). 

Regarding claim 34, Komori et al disclose an article of manufacture of claim 1 
wherein the marginal region includes only color bar-related indicia (upper portion of 
figure 13 containing color bar 4b is "printed on the margin portion", para. 0083). 

Regarding claim 35, Komori et al disclose an article of manufacture of claim 12 
wherein the marginal region includes only color bar-related indicia (upper portion of 
figure 13 containing color bar 4b is "printed on the margin portion", para. 0083). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 2, 1 3, 1 7, 21 , 25 and 29 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Komori et al (US 2001 0042483 Al ) in view of Chalmers et al (USPN 
5,953,990 A). 

Regarding claim 2, Komori et al disclose the article of manufacture sheet of 
paper of claim 1 wherein marginal region of the sheet of paper further comprises one 
pre-printed standard color bar, the marginal region having a blank area adjacent to the 
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pre-printed color bar (see fig. 13; another representation of the proofing print can be 
seen in figure 3.). 

Komori et a! does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 

Komori et al and Chalmers et al are analogous art because they are from the 
similar problem solving area of printer management. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the subsequent 
printing feature of Chalmers et al to the pre-printed color proof of Komori et al in order to 
obtain a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 

Regarding claim 13, Komori et al disclose the article of manufacture of claim 12 
wherein the marginal region further comprises one pre-printed standard color bar, the 
marginal region having a blank area adjacent to the pre-printed color bar (see fig. 13; 
another representation of the proofing print can be seen in figure 3.). 

Komori et al does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1 A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 
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Komori et al and Chalmers et al are analogous art because they are from the 
similar problem solving area of printer management. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the subsequent 
printing feature of Chalmers et al to the pre-printed color proof of Komori et al in order to 
obtain a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 

Regarding claim 17, Komori et al disclose an article of manufacture of claim 16 
wherein the marginal region of the sheet of paper further comprises one pre-printed 
standard color bar, the marginal region having a blank area adjacent to the pre-printed 
color bar (see fig. 13; another representation of the proofing print can be seen in figure 
3.). 

Komori et al does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1 A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 

Komori et al and Chalmers et al are analogous art because they are from the 
similar problem solving area of printer management. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the subsequent 
printing feature of Chalmers et al to the pre-printed color proof of Komori et al in order to 
obtain a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 
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Regarding claim 21 , Komori et al disclose an article of manufacture of claim 20 
wherein the marginal region of the sheet of paper further comprises one pre-printed 
standard color bar, the marginal region having a blank area adjacent to the pre-printed 
color bar (see fig. 13; another representation of the proofing print can be seen in figure 
3.). 

Komori et al does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1 A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 

Komori et al and Chalmers et al are analogous art because they are from the 
similar problem solving area of printer management. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the subsequent 
printing feature of Chalmers et al to the pre-printed color proof of Komori et al in order to 
obtain a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 

Regarding claim 25, Komori et al disclose an article of manufacture of claim 24 
wherein the marginal region of the sheet of paper further comprises one pre-printed 
standard color bar (similar to Applicant's disclosure on page 5, paragraph 0035, Komori 
et al pre-prints a color bar 4b on a blank color proof 4), the marginal region having a 
blank area adjacent to the pre-printed color bar (see fig. 13; another representation of 
the proofing print can be seen in figure 3.). 
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Komori et al does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 
Komori et al and Chalmers et al are analogous art because they are from the similar 
problem solving area of printer management. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the subsequent printing 
feature of Chalmers et al to the pre-printed color proof of Komori et al in order to obtain 
a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 

Regarding claim 29, Komori et al disclose an article of manufacture of claim 28 
wherein the marginal region of the sheet of paper further comprises one pre-printed 
standard color bar, the marginal region having a blank area adjacent to the pre-printed 
color bar (see fig. 13; another representation of the proofing print can be seen in figure 
3.). 

Komori et al does not expressly disclose a blank region for subsequent printing of 
a second color bar on a pre-printed color print. 

Chalmers et al teach a test page (shown in figure 1 ) of blank regions for 
subsequent printing of second color bars 1 A (shown in figure 2) for color standardization 
comparison with pre-printed color bars 1, col. 2, lines 6-27. 
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Komori et al and Chalmers et al are analogous art because they are from the 
similar problem solving area of printer management. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the subsequent 
printing feature of Chalmers et al to the pre-printed color proof of Komori et al in order to 
obtain a region to compare color bars. The motivation for doing so would be to indicate 
differences in printed colors. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THOMAS J. LETT whose telephone number is (571 ) 
272-7464. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding Is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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